REMARKS 

By this ainendmem, claims 1 and 9 are amended. Claims 1-S, 7-11, 13-15, and 17-32 &tq 
pending. Support for the amended claims can be found in the previous claim set. No issue of new 

matter arises. 

Rejections umMr 35 USC §112 

Claims 1-5, 7-11, 13-15 and 17-32 were rejected under 35 USC §112, first and second 
paragraphs. 'Ilie term "derivative" was cited as the basis for these rejections. Claims 1 and 9 are 
amended above thereby obviating tliis rejection. Reconsideration and withdrawal of tliis rejection 
are respectfully requested. 
Rejection under 35 USC §102 

Claims 1-5, 7-9, 11, 13, 19, 22, 24, 26, 28, 30 and 31 were rejected under 35 USC § 102(a) 
over Cho. The Office .Action indicated that an English copy of the priority document woukl 
overcome this rejection. Applicants plan to obviate this rejection by filing an English copy upon its 
receipt. 

Rejections mukr 35 USC ^103 

Claims 1-5, 7-9, 11, 13, 17-19, 21, 22, 24, 26, 28, 30 and 31 were rejected under 35 USC 
§ 103(a) over Mandell in view of Wilson. Applicants respectiully traverse this rejection. 

To establish a prima facie ease of obviousness, three basic criteria must be met. First, there 
must be some suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modity the reference or to combine 
reterence teachings, Second, there must be a reasonable expectation of success. Finally, the prior 
art reference (or references when combined) must teach or suggest all the claim limitations. .MPEP 
§2143. 

Mandell is alleged to teach retroviral vector containing DNA that encodes rat iodine 
transporter (Na'/i) NIS gene. Wilson is alleged to teach an adenoviral vector for gene delivery to all 
cell types. 

Applicants respectfolly submit that Mmidell camiot properly be combined with Wilson. 
Wilson teaches a virus whose active component is an RNA moiecule, whereas the vector of Wilson 
requires DNA. Accordingly there is no expectation of success Ixom combiniiig the disparate 
raolecuiar striictures. At least for this reason no prima facie case of ob\dousness can properly be 
said to have been estabhshed. Additionally, the means of combination are not believed to be 
enabled in pan because an adequate written description of the tinal construct and the methods for 
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making same ai'e not provided. Reconsideration and withdrawal of this rejection sx& respectmlly 
requested. 

Ciaim 10 was rejected under 35 US(: § 103(a) over Mandell and Wilson, as above, in forther 
view of Sauvage. z^ppiicants respectlylly traverse this rejection. Deficiencies of the first two 
references to establish a prima facie case of obviousness are noted above. Sauvage does not remedy 
this deficiency. Accordingly, claim 10 is patentable ovcr the applied art for at least the same reasons 
that claim 1 from which it ultimately depends i.s patentable over the applied art. Reconsideration and 
withdrawal of this rejection are respectfully requested. 

Claims 14, 20, 23, 25, 27, 29 and 32 were rejected ui^der 35 IJSC § 103(a) over Mandell in 
view of Wilson, in further view of Hidaka. Applicants respecttii!ly traverse this rejection. 
Deficiencies inherent in combining Mandell and Wilson are discussed above, rluiaka is not alleged 
to remedy the aforementioned deficiencies. Claims 14, 20, 23, 25, 27, 29 and 32 are patentable over 
the applied art for ai least these same reasons. 

1-iidaka is alleged to teach an Ad5 expressing peroxidase gene for tlie purpose of 
understanding T-cell iiranunity. llie Office Action alleges that it would have been obvious to 
combine a thyroid peroxidase gene with an iodine transporter for the purpose of Ixidlitating 
"understanding of T cell immunity to thyroid peroxidase in patients with autoimmune thyroid 
disease and because both iodine, and tliyroid peroxidase are involved in normal thyroid fonction." 
Page 10, first paragraph. 

The rationale underlying iliis rejection can only be said to occur through application of 
nn OS ght seasonmg 1 oi example tlic tliyioid pei oxidase (TPO) ol Hidaka is used to "express vhe 
bun an thvroid peroxidase fhlPO) m Fpsteui-Ban virus tiansforraed human B-cei: Lncs < ^ 
jsnig a replication-defective lecombmant adenovims Page 26, sentence br dgi g u 1 n ^ iv" 
II daka expressed a msh or ^.xnectation that hTPO mmht be cx:> t.-scJ n u b - 1 i-a^ i v,s 

Paec 20 c^ umn 2 .irc-, U and i2 Ibcrc i-, ka to .,0 nnn tNpicssin^ s j a-^ i kJ 

cci! ' !K toi .mnianoiogicd. lesearch io expitssing multiple genes, lor cXflnp.c tiv ge ^e>^ 

teatured m the instant invention and further to apply tliese unrelated teachings to treatment of 
tumois the subject ot tlie picscnt invention ITic skilled artisan snnph "vouk not ia\e been 
vom ated to cominne the teachings ol liidaka x^ith those ot the other applied ictucuc- *o < i cs o 
!K m ^iitV t « v>. ii\v.ition I viiMcd^l V. t.!tso{ h^ p t oi^i di^ isv t ^5 -v^^ 
%c c Overlook.. J UitK ip| iK 5 i + jciki ! to cstabh-^ii n a < i o <>" ^.^s 
li s np V )u 0 lit I i\t bcti oTNious to itt a ics>.-iri.h ^ool ! i i i )" j iv 
instantly claimed invention using suggestions form the applied references. For at least this 
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additional reason Applicants respectfully submit that no prima facie case of obviousness has been 
established for this rejection of claims 14, 20, 23, 25, 27, 29 and 32. Reconsideration and 
withdrawal of this rejection are respectfully requested. 

Conclusion 

In view of the above ainendments and remarks. Applicants respectfully request 
recoiisideration and withdrawal of all pending rejections. Applicants respectfully submit that the 
application is now in condition for allowance and request prompt issuance of a Notice of Allowance. 
Should the Eixmniner believe that anything further is desirable that might put the application in even 
better condition for allowance, the Examiner is requested to contact the undersigned at the telephone 
number listed below. 



No fees are believed to be necessitated by the instant response. However, should this be in 
eiTor, authorization is hereby given to charge Deposit Account no. 18-1982 for any underpavTOent, 
or to credit my overpayTOCnts. 



sanotl aventis U.S. LLC 
Patent Department 
Route #202-206 / P.O. Box 6800 
Bridgewater, N,f 08807-0800 
Telephone (908) 231-3776 
Telefax (908)231-2626 
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Respectfully submitted, 




George S.^^ones r£. No. 38,508 
Attorney/.Atgent for Applicant 
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